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DETAILED ACTION 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: -on— should be inserted 
between "based" and "a duration" in line 6 of the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-10, 15-17, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,600,776 to Johnson et al. (hereinafter Johnson) and "Ad Rates for 
Advertising on the Boston Links Web Site" (hereinafter Boston Links). 

Referring to claims 1 and 8, Johnson teaches a method comprising: 
enabling a display, on a graphical user interface (i.e. desktop; Fig. 1 and col. 2, line 61), 
of a control user interface element (i.e. icon; col. 4, lines 38-40) in association with an 
appUcation (Mail, for example; col. 6, lines 1-10) that is available on a device controlled through 
the graphical user interface, the application being at least partially controllable (i.e. opened) 
using the control user interface element. 

Although Johnson teaches the ability to manipulate which objects (icons) are present in a 
desktop (GUI), when the icons are present, and that the icons represent different applications (see 
col. 2, line 61 - col. 3, line 57 and Figs. 1-3), Johnson does not teach charging a provider of the 
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application based on a duration of the display of the control user interface element (i.e. icon) in 
association with the appUcation. However, Boston Links, teaches a method of charging the 
provider of an Icon Ad based on the duration of the display (i.e. 1 year) of the icon in the Boston 
Links graphical user interface (web page). It would have been obvious to one of ordinary skill in 
the art to charge the provider of the applications associated with the icons in Johnson based on a 
duration of display as taught in Boston Links in order to assist in the cost of developing the GUI 
(Operating system desktop) as supported by Boston Links (Icon ads assist cost of developing 
GUI/web page). 

Referring to claim 2, the provider associates the control user interface element with the 
application in the graphical user interface. See Johnson at col. 1, lines 3 1-46 and col. 6, lines 6- 
9, which describe icons that providers associated with applications. 

Referring to claim 3, a user of the device of Johnson associates the control user interface 
element (i.e. newly spawned icon) with the application in the graphical user interface. See col. 3, 
lines 16-29 and col. 5, lines 19-29. 

Referring to claim 4, Johnson teaches that a user of the device is enabled to select the 
application from a plurality of applications; and, upon selection by the user, automatically adding 
the control user interface element to the graphical user interface. See col. 4, lines 43-50 and col. 
5, lines 1-39, which describe how a user selects an application, which sets it to active, and maps 
the icon to the Desktop Map (GUI). 

Referring to claim 5, Johnson teaches the element is previously present in the graphical 
user interface and that a user is enabled to select the appUcation from a plurality of applications; 
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and, upon selection by the user, enabling to associate the control user interface element with the 
application. See col. 15, lines 55-61, which teaches updating associations for the objects (icons). 

Referring to claim 6, Johnson teaches the element is previously present in the graphical 
user interface enabling a user of the device to select the application from a plurality of 
applications, and, upon selection by the user, modifying the control user interface element. See 
coL 3, lines 33-38. 

Referring to claim 7, the control user interface element of Johnson is an icon 
representative of the application. See col. 3, line 39, 

Referring to claim 8, Johnson does not explicitly teach enabling the provider to advertise 
the application. However, the Icon Ad of Johnson and Boston Links may inherently be for a 
product or apphcation. Therefore, since the Icon Ad advertises an application (i.e. application of 
Johnson), Johnson and Boston Links imply that the provider may advertise the application. It 
would have been obvious to one of ordinary skill in the art to enable the provider to advertise the 
application in the method of Johnson and Boston Links, in order to attract users to the 
application and make the provider more inclined to pay for the Icon service of Johnson and 
Boston Links. 

Referring to claim 9, Johnson teaches enabling a user of the device to select the 
application from a plurality of applications; and, upon selection of the application by the user, 
enabling a download onto the device of a software component associated with the apphcation. 
For example, one of the applications that may be selected by the user is an email application, 
which downloads the messages sent to the user. See col. 6, line 6. 
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Referring to claim 10, the method of Johnson and Boston Links, supra, teaches a 
plurality of graphical menus (i.e. web pages/ pages within the GUI) configured in respective tiers 
(i.e. Front Page and Specialty Page; Boston Links), wherein the provider is charged based on the 
tier of the graphical menu containing the element. See how the provider is charged $25.00 for 
one year on the Front Page and $20.00 for one year on a Specialty Page. 

Referring to claim 15, the method of Johnson and Boston Links, supra, teaches charging 
a provider per year or per month (See Boston Links at first sentence under "Front Page"), which 
implies that the duration of display may vary. It would have been obvious to one of ordinary 
skill in the art to charge the provider in the method of Johnson and Boston Links per day instead 
of per month or year to give the provider the option of a shorter display time and smaller fee. 

Referring to claim 16, the method of Johnson and Boston Links, supra, teaches charging 
the provider a lump sum (i.e. $25.00 for one year) upon display of the control user interface 
element (Icon Ad) in association with the application. See Boston Links at first sentence under 
"Front Page". 

Referring to claim 17, Johnson teaches the appHcation comprises an email service. See 
col. 6, line 6. 

Referring to claim 19, clearly the icons of Johnson my represent any type of application, 
but Johnson does not explicitly teach the appUcation comprises an instant messaging service. 
However, instant-messaging applications may be represented by the icons of Johnson and Boston 
Links. The Examiner takes Official Notice of this teaching. It would have been obvious to one 
or ordinary skill in the art to include instant messaging as the applications in Johnson and Boston 
Links in order to share the cost of GUI development among instant message providers. 
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4. Claims 11, 18, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson, Boston Links, and U.S. Patent No. 6,199,076 to Logan et al. (hereinafter Logan). 

Referring to claim 11, although Johnson teaches keeping a history trail (i.e. most recently 
used list; col. 15, lines 41-45), Johnson does not explicitly teach charging based on a history 
pattern comprising a usage pattern of the application. However, Logan teaches an advertising 
method wherein a provider is charged based on a usage pattern of a user (col. 21, lines 44-60), 
including the history of usage for the provider's program (application). It would have been 
obvious to one of ordinary skill in the art to base the charging of a provider in the method of 
Johnson and Boston Links on a history trail comprising a usage pattern as described by Logan in 
order to minimize the user's fee and fairly charge each application provider (advertiser) based on 
frequency of use. 

Referring to claims 18 and 20, clearly the icons of Johnson my represent any type of 
application, but Johnson does not explicitly teach the application comprises a news service or 
audio file retrieving. However, Logan teaches that the advertised applications may be audio files 
(col. 4, lines 46-50) and a news service (i.e. "today's weather report"; col. 10, line 64). It would 
have been obvious to one or ordinary skill in the art to include audio files and news services as 
the applications in Johnson and Boston Links as shown in Logan in order to share the cost of 
GUI development among news service and audio file providers. 

5. Claims 12- 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson, 
Boston Links, and U.S. Patent No. 6,335,737 to Grossman et al. (hereinafter Grossman). 
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Referring to claims 12-14, Johnson and Boston Links teach charging a provider based on 
the duration of the display of control interface elements (icons), supra, but Johnson and Boston 
Links do not teach that the displaying of the control interface elements (icons) is done within a 
carousel. However, Grossman teaches a user interface in which icons (control interface elements 
that may be selected by a user to open respective applications; Grossman at col. 1, lines 12-21) 
are arranged into a carousel. See Grossman at col. 1, lines 52-67. It would have been obvious to 
one of ordinary skill in the art to modify the icons of Johnson and Boston Links, such that they 
are displayed in a carousel as shown in Grossman for improved organization and management of 
icons and displays on interfaces as described by Grossman (col. 1, lines 37-50). 

Conclusion 

6. The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to appHcant's disclosure. Applicant is required under 37 C.F.R. § 1.1 1 1(c) to consider 
these references fully when responding to this action. The documents cited therein teach 
methods of selecting items to be displayed in an interface and methods of charging advertisers or 
appUcation providers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shawn M. Becker whose telephone number is (703) 305-7756. 
The examiner can normally be reached on M-F 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Cabeca can be reached on (703) 308-3 1 16. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 
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